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The amendment filed 12-5-05 is objected to under 35 U.S.C. 132(a) because it 
introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment 
shall introduce new matter into the disclosure of the invention. The added material 
which is not supported by the original disclosure is as follows: The specification as filed 
does did not disclose that the applications in the first line of the specification were 
incorporated by reference. 

Applicant is required to cancel the new matter in the reply to this Office Action. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1,4 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Miyatake et al. (US 2003/0092819). 

Patentees disclose a process in which polymerization of vinyl monomers (as in 
applicants vinyl monomer "C") is conducted in the presence of a silicone latex (i.e. 
grafted) with 5-40 parts monomer (paragraph 80). The silicone latex may contain 0-40% 

graftlinl<er or preferably 0.5-20% (paragraph 41). 

No examples exist in which all of applicants limitations are present in combination. 
However, to arrive at applicants composition by selecting from the various choices of 
the patent would have been obvious to a practitioner having an ordinary skill in the art at 



Application/Control Number: 10/559,666 Page 3 

Art Unit: 1796 

the time of tlie invention in the expectation of adequate results basement any showing 
of surprising or unexpected results. 

Applicant's arguments filed 10-23-08 have been fully considered but they are not 
persuasive. 

Paragraphs 15-17 of the reference Miyatake implies that in some instances each 
particle of graft substrate contains both silicone and acrylate rubber and in fact in some 
instances the silicone and acrylate rubber are actually bonded chemically. Hence at 
least in some instance the silicone rubber can be said to contain polyacrylate. Miyatke 
hence disclose more than one embodiment with regard to the type of rubber substrate 
used. In any case Miyatakes' disclosure at paragraph 15 that the silicone and acrylate 
need to "physically coexist" when one of them contains no graft sites implies that the 
acrylate and silicone graft bases may be separate in some embodiments. Applicants 
argue that consisting essentially of excludes the acrylate component of the reference. 
However, the term "consisting essentially of only excludes those materials which 
materially affect the novel and basic characteristics of a composition and it is applicants' 
burden to prove that such characteristics are changed by the presence of additional 
materials recited in a prior art product. Note In re Janakirama-Rao , 317 F. 2d 951 , 137 
USPQ 893 (CCPA 1963) and In re De Laiarte , 337 F. 2d 870, 143 USPQ 256 (CCPA 
1 964) in this regard. Applicants point to the large amount of acrylate rubber used in the 
examples. However, Miyatake at paragraph 12 implies that only 10% acrylate need be 
present. Furthermore page 13, lines 12-17 indicates that acrylate graft rubbers may be 
present in applicants compositions. Therefore "consisting essentially of does not 
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appear to exclude acrylate rubbers. Applicants argue that the concentrations of the 
instant claims distinguish ever the reference. However "86-94.99" parts as recited by the 
instant claims is based on applicants components A, B and C and if the polybutyl 
acrylate is viewed as not reading on A, B or C then it is immaterial how much polybutyl 
acrylate of the reference is present. In any case as set out above Miyatake disclose that 
as such as 90% silicone may be present in the graft base used. With regard to 
applicants monomer "B", this corresponds to Miyatakes "graftlinker" (present at a level 
of 0.5-20%) as set out in paragraph 41 of the reference while Miyatakes monomer of 
paragraph 80 corresponds to applicants monomer "C" as set out in the above rejection. 



Any inquiry concerning this communication should be directed to Jeffrey C. Mullis 
at telephone number 571 272 1075. 
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